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1 . The response provided by the applicant has been read and given careful consideration. 
Responses to the arguments offered by the applicant are presented after the first rejection to 
which they are directed. 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 1 and 2 are rejected under 35 U.S.C. 102(b) as being fully anticipated by Fukui et 
al. '873. 

Fukui et al. '873 describes example 4 in table 2, which has the same substrate, recording 
layer and protective layer as used in example 1 and uses IR absorptive compound 1-18 shown in 
column 6. The recording layer can have a reflective layer adjacent to it on either side. (19/1-3). 

The examples in the instant specification discuss the use of a light transmitting 
thermoplstic resin as the protective layer [0037 in prepub] and PMMA is disclosed as a 
thermoplastic resin [0023 in prepub]. Example 4 of the reference was formed in the same 
manner as example 1 which uses a PMMA substrate with the recording layer spin coated thereon 
and a PMMA substrate formed thereon. As PMMA is a transparent thermoplastic resin as 
disclosed in the instant specification and the dye used in example 4 is bounded by the dyes 
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structure disclosed in the instant specification [0028] and is similar to that of chemical formula 3, 
the cited example is held to anticipate the claimed invention. The spectral absorptivity of the dye 
is considered inherent to its structure. The applicant may choose to show that the dye of cited 
example 4 does not absorb in that regions, but that is unlikely to occur as the evidence of Skoog 
and West indicate that benzene (phenyl) has a strong absorption in the 204-286 nm and 256-312 
nm due to the E 2 and B transitions respectively. The applicant is still claiming the medium and 
not the process and an apparatus as the limitations are functionally descriptive and neither 
process of use steps, nor the presence of the laser are required. 

5. Claims 1 and 2 are rejected under 35 U.S.C. 103(a) as being unpatentable over Sato et al. 
'121. 

Sato et al. '121 discloses in example 1, the coating of a recording layer including 
compound 1 1 (shown in columns 5 and 6), but does not use a protective layer. The provision of 
a protective layer is disclosed as preventing damage, contamination (dirt and dust) and 
improving the chemical stability of the recording layer (19/53-59). Useful materials include 
polymers, silicon dioxide, magnesium fluoride, silicon monoxide, titanium dioxide and zinc 
dioxide. (19/36-59). The use of polycarbonate as an underlayer material is disclosed in example 
11. Polyamide is used in example 12 as a protective layer material. 

It would have been obvious top one skilled in the art to modify the invention of example 
1 of Sato et al. '121 by adding a protective layer to prevent damage to the recording layer from 
dust and the like and to improve its stability based upon the disclosure of the reference. 

Example 1 of the reference uses a recording layer bounded by the dyes structure 
disclosed in the instant specification [0028] and is similar to that of chemical formula 3, the cited 
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example is held to render the claims obvious in view of the direction to protective layers 
including transparent materials such as those disclosed as useful for the underlayer. The spectral 
absorptivity of the dye is considered inherent to its structure. The applicant may choose to show 
that the dye of cited example 1 does not absorb in that regions, but that is unlikely to occur as the 
evidence of Skoog and West indicate that benzene (phenyl) has a strong absorption in the 204- 
286 nm and 256-312 nm due to the E 2 and B transitions respectively. The applicant is still 
claiming the medium and not the process and an apparatus as the limitations are functionally 
descriptive and neither process of use steps, nor the presence of the laser are required. 
6. Claims 1 and 3 are rejected under 35 U.S.C. 103(a) as being unpatentable over Sato et al. 
JP 03-000291. 

Sato et al. JP 03-000291 discloses in examples 1-15, the coating of a recording layer 
including compound shown in table 2 (page 4), but does not use a protective layer. The 
provision of a protective layer is disclosed in the abstract as well as the body of the text. 

It would have been obvious top one skilled in the art to modify the invention of examples 
1-15 of Sato et al. JP 03-000291 by adding a protective layer to prevent mechanical damage to 
the recording layer based upon the disclosure to do so. 

As discussed above, the applicant is still claiming the medium and not the process and an 
apparatus as the limitations are functionally descriptive and neither process of use steps, nor the 
presence of the laser are required. Examples 1-15 of the reference uses a recording layer bounded 
by the dyes structure disclosed in the instant specification [0031] and that used in examples 4 and 
5 is identical to that of chemical formula 6, the cited examples are held to render the claims 
obvious in view of the direction to protective layers including transparent materials such as those 
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disclosed as useful for the underlayer. The spectral absorptivity of the dye is considered inherent 
to its structure. The applicant may choose to show that the dye of cited examples 1-15 do not 
absorb in that regions, but that is unlikely to occur as the evidence of Skoog and West indicate 
that benzene (phenyl) has a strong absorption in the 204-286 nm and 256-312 nm due to the E 2 
and B transitions respectively. 

7. Claims 1 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over either 
Kobayashi et al. JP 10-337957 (machine translation attached) or Morishima et al. '024, in view 
of Morimoto et al. 345 and Sato et al. '121. 

Kobayashi et al. JP 10-337957 (machine translation attached) teach the use of compounds 
embraced by the language of formula II, where the substituents may be aryl groups [0014]. The 
reflective and protective layers are placed atop the recording layer. 

Morishima et al. '024 teach the use of compounds embraced by the language of formula 
1-5, where the substituents may be aryl groups (10/20-39). The reflective and protective layers 
are placed atop the recording layer. (34/64-67) 

Morimoto et al. '345 teaches that the reflective layer may be placed atop the recording 
layer when the medium is to be read through the substrate and between the recording layer and 
the substrate when the medium is designed to be read from the side opposite the substrate. (6/42- 
65). 

It would have been obvious to modify the teachings of either Kobayashi et al. JP 10- 
337957 (machine translation attached) or Morishima et al. '024 by using the disclosed compound 
bearing the aryl moieties based upon the disclosure of equivalence and to place the reflective 
layer between the recording layer and the substrate to allow for reading and writing from the 
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topside, opposite the substrate based upon the disclosure of Morimoto et al. '345 and the 
teachings of equivalence of the orientations within Sato et al. '121. 

The examiner relies upon the basis discussed above and noting that the dyes disclosed in 
the Kobayashi et al. JP 10-337957 (machine translation attached) or Morishima et al. '024 
references are clearly embraced by the structures of the instant dyes set forth in claim 6. 
8. Claims 1 and 3 are rejected under 35 U.S.C. 102(b) as being fully anticipated by JP 07- 
133437. 

JP 07-133437 (machine translation attached) describes example 1 1 in tables 6 and 7, 
which has the same substrate, recording layer and protective layer as used in section [0176] and 
uses IR absorptive compound 1-19 [0053], which is composed of compound 9' shown in section 
[0028]. The recording layer can have a reflective layer as an undercoating [0137]. 

Example 1 1 of the reference uses a recording layer bounded by the dyes structure 
disclosed in the instant specification specification [0031] and that used in example is similar to 
that of chemical formula 6, the cited example is held to render the claims obvious in view of the 
direction to protective layers including transparent materials such as those disclosed as useful for 
the underlayer. The spectral absorptivity of the dye is considered inherent to its structure. The 
applicant may choose to show that the dye of cited example 1 1 does not absorb in that regions, 
but that is unlikely to occur as the evidence of Skoog and West indicate that benzene (phenyl) 
has a strong absorption in the 204-286 nm and 256-3 12 nm due to the E 2 and B transitions 
respectively. The applicant is still claiming the medium and not the process and an apparatus as 
the limitations are functionally descriptive and neither process of use steps, nor the presence of 
the laser are required. 
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9. Claims 1,4 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Cumpston et al. '93 1 . 

Cumpston et al. '93 1 teaches the addition of saturable absorbers to photopolymer 
systems, which are cured with holograms therein. Laser light is then used to selectively heat 
areas containing the saturable absorbers and deform the cured media (1 1/42-62). Saturable 
absorbers disclosed include fullerenes. (1 1/23). Figures 5c and 5d show cover layers (136) 
(16/34) Figures 3 and 6 also appear to have cover layers. 

It would have been obvious to one skilled in the art to modify the invention of figures 5c 
and 5d to use fullerenes as the saturable absorbers based upon the disclosure to do so. 

The examiner relies upon the basis discussed above and noting that the fullerenes 
disclosed in the Cumpston et al. '931 are clearly embraced by the language of claims 4 and 5. 
10 THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 . 1 36(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 
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1 1 Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Martin J Angebranndt whose telephone number is 571-272-1378. 
The examiner can normally be reached on Monday-Thursday and alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Huff can be reached on 571-272-1385. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-21 7-9 197f(Ml-free).^ 
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